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- The MAILING DATE of this communica^on appears on the cover sheet with the correspondence address - 
Period for Reply 

A SHORTENED STATUTORY PERIOD FOR REPLY IS SET TO EXPIRE 3 MONTH{S) FROM 
THE MAILING DATE OF THIS COMMUNICATION. 

- Extensions of time may be available under the provisions of 37 CFR 1 .136(a). In no event, hov/ever. may a reply be timely filed 
after SIX (6) MONTHS from the mailing date of this communication. 

- If the period for reply specified above is less than thirty (30) days, a reply within the statutory minimum of thirty (30) days will be considered timely. 

- If NO period for reply is specified above, the maximum statutory period will apply and will expire SIX (6) MONTHS from the mailing date of this communication. 

- Failure to reply within the set or extended period for reply will, by statute, cause Ote application to become ABANDONED (35 U.S.C. § 1 33). 
Any reply received by the Office later than three months after the mailing date of this communication, even if timely filed, may reduce any 
earned patent term adjustment. See 37 CFR 1.704(b). 

Status 

1 )S Responsive to communicalion(s) filed on 13 February 2003 . 
2a)n This action is FINAL. 2b)S This action is non-finat. 

3) n Since this application is in condition for allowance except for fonmal matters, prosecution as to the merits is 

closed in accordance with the practice under Ex parte Quayle, 1935 CD. 1 1 , 453 O.G. 213. 

Disposition of Claims 

4) ^ Claim(s) 1-25 is/are pending in the application. 

4a) Of the above claim{s) is/are withdrawn from consideration. 

5) D Claim(s) is/are allowed. 

6) 0 Claim(s) 1.8-13.20-23 and 25 Is/are rejected. 

7) 0 Claim(s) 2-7.14-19 and 24 is/are objected to. 

8) 0 Claim(s) are subject to restriction and/or election requirement. 

Application Papers 

9) 0 The specification is objected to by the Examiner. 

10)0 The drawing{s) filed on 30 July 2001 is/are: a)0 accepted or b)^ objected to by the Examiner. 

Applicant may not request that any objection to the drawing(s) be held in abeyance. See 37 CFR 1 .85(a). 

Replacement drawing sheet{s) including the correction is required if the drawing(s) is objected to. See 37 CFR 1.121(d). 
1 1 )□ The oath or declaration is objected to by the Examiner. Note the attached Office Action or fonm PTO-1 52. 

Priority under 35 U.S.C. § 119 

12)0 Acknowledgment is made of a claim for foreign priority under 35 U.S.C. § 1 19(a)-(d) or (f). 
a)n All b)n Some * 0)0 None of: 

1 .□ Certified copies of the priority documents have been received. 

2.n Certified copies of the priority documents have been received in Application No. . 



3.n Copies of the certified copies of the priority documents have been received in this National Stage 
application from the International Bureau (PCT Rule 17.2(a)). 
* See the attached detailed Office action for a list of the certified copies not received. 
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2) □ Notice of Draftsperson's Patent Drawing Review (PTO-948) 

3) 0 Infonmation Disclosure Statement{s) (PTO-1449 or PTO/SB/08) 
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DETAILED ACTION 



Claims 1-25 are pending. 



Specification 



2. 



The disclosure is objected to because of the following informalities: 



- the "Brief Description of the Drawings" makes reference to Figure 5 only, not both 
Figures 5 A and 5B 

- [0045] makes reference to Figure 5 only, not both Figures 5 A and 5B 
Appropriate correction is required. 



3. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that form the 
basis for the rejections under this section made in this Office action: 
A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public use or on 
sale in this country, more than one year prior to the date of application for patent in the United States. 



4. Claims 1 , 8-13, and 20 are rejected under 35 U.S.C. 102(b) as being anticipated by 
Warrior, 5,764,891. 

a. As to claims 1 and 13, Warrior discloses a field device (note abstract. Figures 1 
and 2) for use in a process control system having a digital data bus (note Figure 2, loops 70 and 
18), comprising a first communications interface (note Figure 2, FB Interface 30 and 36) 
communicatively coupled to the digital data bus that is adapted to process communications 



Claim Rejections - 35 USC §102 
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having a first protocol (i.e., Field bus), a second communications interface (note Figure 2, 
Transmitter Interface 34 and 35) communicatively coupled to the digital data bus that is adapted 
to process communications having a second protocol (i.e., HART) different firom the first 
protocol, a memory (note Figure 2, memory 48), and a processor (note Figure 2, processors 38 
and 66) communicatively coupled to the memory, the first communications interface and the 
second communications interface, wherein the processor is programmed to process the 
communications having the first protocol and the communications having the second protocol 
(note column 3, line 35 - column 5, line 46). 

b. As to claims 8 and 20, Warrior discloses that the first protocol is a HART 
communication protocol and wherein the second protocol is a Fieldbus communication protocol. 

c. As to claims 9, Warrior discloses that the first communications interface includes 
a modem (note Figure 2, modem 68). 

d. As to claim 10, Warrior discloses that the first communications interface further 
includes an ampHtude adjustment circuit (note Figure 2, power conversion 72 and column 4, 
lines 11-17) coupled to an output of the modem. 

e. As to claim 11, Warrior discloses that the second communications interface 
includes a media access unit (note Figure 2, elements 30, 60, 62, 64) and a protocol conversion 
unit (note Figure 2, element 66) coupled to the media access unit. 

f As to claim 12, Warrior discloses that the memory contains a first software 
routine for processing the communications having the first communication protocol and a second 
software routine for processing the communications having the second communication protocol 
(note column 3, lines 49-51, wherein it is inherent that the memory contains instructions for 
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processing both HART and Field bus signals, since the device interfaces with both types of 
signals). 

Claim Rejections - 35 USC § 103 

5. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set forth in 
section 102 of this title, if the differences between the subject matter sought to be patented and the prior art are 
such that the subject matter as a whole would have been obvious at the time the invention was made to a person 
having ordinary skill in the art to which said subject matter pertains. Patentability shall not be negatived by the 
manner in which the invention was made. 

This application currently names joint inventors. In considering patentability of the 
claims under 35 U.S.C. 103(a), the examiner presumes that the subject matter of the various 
claims was commonly owned at the time any inventions covered therein were made absent any 
evidence to the contrary. Applicant is advised of the obligation under 37 CFR 1 .56 to point out 
the inventor and invention dates of each claim that was not commonly owned at the time a later 
invention was made in order for the examiner to consider the applicabihty of 35 U.S.C. 103(c) 
and potential 35 U.S.C. 102(e), (f) or (g) prior art under 35 U.S.C. 103(a). 

6. Claims 21-23 and 25 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Warrior, 5,764,891 in view of Applicant's Admitted Prior Art (hereinafter AAPA). 

a. As to claim 2 1 , Warrior discloses receiving commtmications having the second 
protocol different from the first protocol in the field device via the digital data bus, but fails to 
disclose using a portable configuration tool proximate to the field device to send the 
communications having the second protocol. 
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AAPA discloses the step of using a portable configuration tool proximate to the field 
device to send the communications having the second protocol (note [0005]). 

It would have been obvious to one of ordinary skill in the art at the time of the invention 
to employ the use of a portable configuration tool proximate to the field device to send the 
communications having the second protocol, as AAPA teaches, in the system of Warrior so as to 
locally configure the field device, as AAPA teaches in [0005]. 

b. As to claim 22, AAPA discloses that using the portable configuration tool 
proximate to the field device to the send the communications having the second protocol 
includes the step of using a HART communicator (note [0005]). 

c. As to claim 23, Warrior discloses a field device having a first communications 
interface (note Figure 2, elements 30 and 36) for processing communications having a first 
protocol (i.e., Fieldbus protocol) and a second communications interface (note Figure 2, elements. 
34 and 36) for processing communications having a second protocol (i.e., HART protocol). 

Warrior fails to disclose a method of locally configuring the field device, the method 
comprising the steps of communicatively coupling the portable configuration tool to the field 
device; and sending configuration information fi-om the portable configuration tool to the field 
device using the second communication protocol. 

AAPA discloses a method of locally configuring the field device, the method comprising 
the steps of communicafively coupling the portable configuration tool to the field device, and 
sending configuration information fi-om the portable configuration tool to the field device using 
the second communication protocol (i.e., HART protocol) (note [0005]). 
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It would have been obvious to one of ordinary skill in the art at the time of the invention 
to employ the use of a portable configuration tool proximate to the field device to send the 
communications having the second protocol, as AAPA teaches, in the system of Warrior so as to 
locally configure the field device, as AAPA teaches in [0005]. 

d. As to claim 25, AAPA discloses that the step of sending configuration 
information fi-om the portable configuration tool to the field device using the second 
communication protocol includes the step of using a HART communication protocol to send the 
configuration information (note [0005]). 



Allowable Subject Matter 

7. Claims 2-7, 14-19, and 24 are objected to as being dependent upon a rejected base claim, 
but would be allowable if rewritten in independent form including all of the limitations of the 
base claim and any intervening claims. 

Conclusion 

8. The prior art made of record and not relied upon is considered pertinent to applicant's 
disclosure, as the prior art teaches or suggests field devices operating in accordance with various 
protocols. 

USPG-PUBS: 2004/0073402 Al DelaCruz et al. 2002/0167904 A 1 Borgeson et al. 

US Patents: 6,629,059 Borgeson et al. 6,449,715 Krivoshein 

6,266,726 Nixon etal. 5,923,557 Eidson 
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9. Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Sumati Lefkowitz whose telephone number is 703-308-7790. 
The examiner can normally be reached on Monday-Friday from 6:00-2:30. 

If attempts to reach the examiner by telephone are unsuccessftil, the examiner's 
supervisor, Mark Rinehart can be reached at 703-305-4815. 

The fax phone numbers for the organization where this application or proceeding is 
assigned are: 

703-746-7238 for After-Final communications 



Any inquiry of a general nature or relating to the status of this application or proceeding 
should be directed to the receptionist whose telephone number is 703-305-3900. 



703-872-9306 



for Official communications 



703-746-5661 



for Non-0 fficial/Draft communications 




Sumati Lefkowitz 
Primary Examiner 
Art Unit 21 12 
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May 28, 2004 



